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Annex 4 – Intellectual Property  

I.
NOTICE AND ASSISTANCE REGARDING PATENT AND COPYRIGHT INFRINGEMENT.

Recipient shall report to the Partner, promptly and in reasonable written detail, each notice or claim of patent or copyright infringement based on the performance of this Project Agreement of which Recipient has knowledge and shall furnish to the Partner, at the expense of the Partner, when requested by the Partner, all evidence and information in possession of Recipient pertaining to such claim or any resulting suit.

II.
PATENT RIGHTS.

(a)
Definitions
(1)
"Subject Invention" means any invention or discovery of Recipient conceived or first actually reduced to practice in the performance of work under this Project Agreement.

(2) "Background Intellectual Property" is intellectual property (e.g., inventions, software, copyrights, trademarks) belonging to Recipient that was in existence before this Project Agreement. A background invention is an invention or discovery of the Recipient that was conceived outside of this Project Agreement and not first actually reduced to practice (i.e., demonstrated) under this Agreement. Recipient has identified the following Background Intellectual Property that may be used in the performance of this Project Agreement:_____________________________.

 (b)
Invention disclosures and reports 

(1)
Recipient shall furnish Center and the Partner:

(i)
A written report containing full and complete technical information concerning each Subject Invention within two months after conception or first actual reduction to practice, whichever occurs first, in the course of or under this Agreement, but in any event prior to any on sale, public use, or public disclosure of such invention known to Recipient. The report shall identify the Project Agreement and inventor and shall be sufficiently complete in technical detail and appropriately illustrated by sketch or diagram to convey to one skilled in the art to which the invention pertains a clear understanding of the nature, purpose, operation, and to the extent known, the physical, chemical, biological, or electrical characteristics of the invention.

(ii)
Upon request, but not more than annually, interim reports on a Partner approved form listing Subject Inventions for that period and certifying that all Subject Inventions have been disclosed or that there were no such inventions; and

(iii)
A final report on a Partner-approved form within 3 months after completion of the Project Agreement work listing all Subject Inventions and certifying that all Subject Inventions have been disclosed or that there were no such inventions.

(2)
Recipient agrees that the U.S. Government may duplicate and disclose Subject Invention disclosures and all other reports and papers furnished or required to be furnished pursuant to this Project Agreement.

(c)
Rights to Subject Inventions
(1)
In accordance with the STCU Statute, all rights worldwide to Subject Inventions belong to the Recipient. The Recipient and the Partner have agreed to protect and allocate such Subject Inventions as specified in paragraph (c)(2) below.

(2)
The Recipient has title to Subject Inventions in the New Independent States. Recipient hereby grants to Partner the entire right, title and interest to Subject Inventions in all countries other than the New Independent States. Recipient acknowledges the right of Partner to file applications and execute all documents necessary to obtain patents in said countries. Subject Inventions jointly made by Recipient and Partner shall be jointly owned. 
(3)
Recipient acknowledges that Partner may obtain title to each Subject Invention for which a patent application or applications are not filed by Recipient and for which any issued patents are not maintained by Recipient. To the extent that Partner acquires title to a Subject Invention, Recipient agrees to take such actions and execute all appropriate documents (at no expense to Recipient) to enable Partner to file, prosecute and maintain patent applications thereon.

(4)
Recipient acknowledges that the U.S. Government retains a non-exclusive, nontransferable, irrevocable, paid-up license to practice or to have practiced by or on behalf of the U. S. Government every Subject Invention throughout the world.

(5)
Recipient certifies that it has not entered, and will not enter, into an agreement with a third party that conflicts with this Project Agreement. To the extent that any subsequent agreement between Recipient and a third party conflicts with the allocation of rights in Subject Inventions under this Project Agreement, Recipient agrees that the terms of the Project Agreement will supersede the terms of the subsequent agreement. 

(d)
Publication
In order that information concerning scientific or technical developments conceived or first actually reduced to practice in the course of or under the Agreement is not prematurely published so as to adversely affect patent interests of the Partner, Recipient agrees to submit to Partner for patent review a copy of each paper 60 days prior to its intended publication date. Recipient may publish such information after a 60-day period following such submission or prior thereto if specifically approved by Partner, unless Recipient is informed in writing within the 60-day period, that in order to protect patentable subject matter, publication must further be delayed. In this event, publication shall be delayed up to 100 days beyond the 60-day period or such longer period as mutually agreed.

(e)
Royalty Sharing
To the extent that Partner licenses any Subject Invention to a third party which results in income therefrom, Recipient and Partner will share the net income therefrom fifty percent (50%) to Recipient and fifty percent (50%) to Partner. Net income is gross income less any expenses and costs associated with the licensing of a Subject Invention including, but not limited to, the cost of preparing, prosecuting and maintaining patents covering said Subject Inventions. Partner will provide to Recipient annual reports setting forth the licensing activity for Subject Inventions by Partner during the reporting period. Partner will provide that any agreement to license a Subject Invention will be subject to the royalty sharing arrangement between Partner and Recipient.
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